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Application/Control Number: 10/725,192 Page 
Art Unit: 3622 

DETAILED ACTION 

1. This office action is in response to communication filed on 12/01/2003. 

2. Claims 1-21 are presented for examination. 

Claim Rejections - 35 USC S 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1, 2, 4, 9, and 12 are rejected under 102(b) as being anticipated by 
Sawyer Patent Number 6,084,628 (hereinafter Sawyer). 

In reference to claim 1 , Sawyer teaches a method of delivering advertising 
to a telephone user, the method comprising: detecting an interest by a user in a 
destination telephone number (i.e. user makes a call) (col. 4 lines 6-22); 
determining a category of the destination telephone number (i.e. a call to the 
user's wife, brother, or some other recipient) (col. 4 lines 6-22); and providing the 
user an advertisement based on the category of the destination telephone 
number (abstract, col. 2 lines 4-1 1 , 31-35, 50-52, and 58-62, col. 3 lines 5-12, 28- 
33, and 55-67, col. 4 lines 6-22, and Figure 2). 

4. In reference to claim 2, Sawyer teaches the method wherein the user 
manifests the interest in the destination number by calling the destination 
telephone number (col. 4 lines 15-22). 

5. In reference to claim 4, Sawyer teaches the method wherein the 
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advertisement is shown on a display of a telephone employed by the user (i.e. 
via a videoconference device) (col. 2 lines 43-61 and Figures 2-4). 

6. In reference to claim 9, Sawyer teaches the method wherein the 
advertisement includes a hyperlink to data relating to the advertisement (col. 2 
lines 4-1 1 and col. 3 lines 28-51). 

7. In reference to claim 12, Sawyer teaches the method wherein the 
advertisement is selected according to behavioral information compiled on the 
user (col. 3 lines 5-33, col. 3 lines 55 to col. 4 lines 22). 

8. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless -(e) the invention was described in (1) an 
application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined 
in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States 
and was published under Article 21(2) of such treaty in the English language. 

Claims 13, 14, and 18-20 are rejected under 102(e) as being anticipated 
by Bookstaff Patent Number 7,227,936 (hereinafter Bookstaff). 

In reference to claim 13, Bookstaff teaches a method of providing 
advertisements to telephone users, the method comprising: grouping a plurality 
of telephone numbers into a plurality of categories (i.e. pizza parlors) (col. 6 lines 
45-66), each of the categories having a plurality of corresponding advertisements 
(col. 7 lines 4-10), each of the plurality of advertisements being ranked based on 
an amount paid by an associated advertiser (col. 15 lines 17-24); detecting an 



Application/Control Number: 1 0/725, 1 92 Page 4 

Art Unit: 3622 

interest by a user in a telephone number in a category in the plurality of 
categories (col. 15 lines 25-38); and providing the user a highest ranked 
advertisement corresponding to the category (col. 13 lines 52-58 and col. 15 
lines 17-24 and 32-49). 

9. In reference to claim 14, Bookstaff teaches the method wherein 
advertisers bid to obtain a ranking in the category (col. 15 lines 17-24). 

1 0. In reference to claim 18, Bookstaff teaches a method of receiving 
advertisements in a telephone, the method comprising: making a telephone call 
to a telephone number (col. 6 lines 48-54 and col. 15 lines 25-38); and receiving 
an advertisement based on the telephone number (col. 6 lines 48 to col. 7 lines 
16 and col. 15 lines 32-62). 

11. In reference to claim 19, Bookstaff teaches the method wherein the 
telephone number and the advertisement belong to different businesses 
providing similar products (i.e. different beauty parlors or pizza parlors) (col. 6 
lines 48 to col. 7 lines 16 and col. 15 lines 17-62). 

1 2. In reference to claim 20, Bookstaff teaches the method of claim 1 8 
wherein the advertisement is received before the call to the telephone number is 
completed (abstract, col. 6 lines 66 to col. 7 lines 4, col. 14 lines 60-66, col. 15 
lines 39-51, col. 17 lines 25-38 and 58-60). 

Claim Rejections - 35 USC $ 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

13. Claim 3 is rejected under U.S.C. 103(a) as being unpatentable over 
Sawyer in view Endo Publication Number US 2003/019509 (hereinafter Endo). 

In reference to claim 3, Sawyer does not teach the method wherein the 
advertisement is delivered to a mobile phone employed by the user. Endo 
teaches the method wherein the advertisement is delivered to a mobile phone 
employed by the user (abstract, page 4 paragraph 54, and Figure 1). It would 
have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Sawyer to include the delivery of advertisements 
to mobile phones, since users would no longer need to be bound to a landline to 
receive advertisements and could receive advertisements that are more targeted 
to the user based on where the user is at the time the user received the phone 
call. 

14. Claim 5 is rejected under U.S.C. 103(a) as being unpatentable over 
Sawyer in view of Official Notice. 

In reference to claim 5, Sawyer teaches showing advertisements on a 
display of a telephone employed by the user (i.e. via a videoconference device) 
(col. 2 lines 43-61 and Figures 2-4). Sawyer does not teach showing the 
advertisement as a pop-up window. Official Notice is taken that it is old and well 
known to show advertisements in a pop-up window as done frequently by 
Internet websites to attract the user's attention. It would have been obvious to a 
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person of ordinary skill in the art at the time of the applicant's invention to show 
advertisements in Saywer's invention in a pop-up window to focus the user's 
attention to the advertisement by having the user either click on the 
advertisement, move the advertisement, or close the advertisement and hence 
require some kind of user interaction with the advertisement rather than enabling 
the user to simply ignore the advertisement. 

15. Claims 6-8 are rejected under U.S.C. 103(a) as being unpatentable over 
Sawyer in view Bookstaff Patent Number 7,227,936 (hereinafter Bookstaff). 

In reference to claim 6, Sawyer does not teach the method wherein the 
advertisement and the destination telephone number belong to different business 
establishments providing similar or related products. Bookstaff teaches the 
method wherein the advertisement and the destination telephone number belong 
to different business establishments providing similar or related products (i.e. 
different pizza parlors or hair salons) (col. 6 lines 48 to col. 7 lines 16 and col. 15 
lines 17-62). It would have been obvious to a person of ordinary skill in the art at 
the time of the applicant's invention to modify Sawyer to include providing the 
advertisement and the destination telephone number belonging to different 
business establishments providing similar or related products to give the user an 
opportunity to select among the advertisers for a desired product or service. 

16. In reference to claim 7, Sawyer does not teach the method wherein the 
advertisement is from an advertiser who pays the most among advertisers in the 
category. Bookstaff teaches the method wherein the advertisement is from an 
advertiser who pays the most among advertisers in the category (col. 13 lines 52- 
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58 and col. 15 lines 17-24). It would have been obvious to a person of ordinary 
skill in the art at the time of the applicant's invention to modify Sawyer to include 
providing the advertisement from an advertiser who pays the most among 
advertisers in the category to maximize the advertising revenues obtained from 
presenting the advertisement to the user. 

17. In reference to claim 8, Sawyer does not teach the method further 
comprising: providing the user a speed dial to a destination telephone number for 
the advertiser paying for the advertisement. Bookstaff teaches the method 
further comprising: providing the user a speed dial to a destination telephone 
number for the advertiser paying for the advertisement (i.e. user's call can be 
forwarded) (col. 3 lines 58-67, col. 6 lines 10-14, 35-37, and 55-62). It would 
have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Sawyer to include providing the user a speed dial 
to a destination telephone number for the advertiser paying for the advertisement 
to encourage the user to contact the advertiser right away without requiring the 
user to hang up and call the advertiser at a later time. 

18. Claims 10 and 11 are rejected under U.S.C. 103(a) as being unpatentable 
over Sawyer in view Yasuhiko Publication Number JP111 260621 A (hereinafter 
Yasuhiko, see attached translation). 

In reference to claims 10 and 11, Sawyer does not teach the method 
wherein the data comprises a map and a coupon. Yasuhiko teaches the method 
wherein the data comprises a map and a coupon (page 10 lines 1-21 and Figure 
8). It would have been obvious to a person of ordinary skill in the art at the time 
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of the applicant's invention to modify Sawyer to include providing the user a map 
and a coupon to assist the user in locating the advertiser and to motivate the 
user to make a purchase from the advertiser. 

19. Claim 15 is rejected under U.S.C. 103(a) as being unpatentable over 
Bookstaff in view Endo Publication Number US 2003/019509 (hereinafter Endo). 
In reference to claim 15, Bookstaff does not teach the method wherein the 
advertisement is delivered to a mobile phone employed by the user. Endo 
teaches the method wherein the advertisement is delivered to a mobile phone 
employed by the user (abstract, page 4 paragraph 54, and Figure 1). It would 
have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Bookstaff to include the delivery of advertisements 
to mobile phones, since users would no longer need to be bound to a landline to 
receive advertisements and could receive advertisements that are more targeted 
to the user based on where the user is at the time the user received the phone 
call. 

20. Claims 16 and 21 are rejected under U.S.C. 103(a) as being unpatentable 
over Bookstaff in view of Sawyer. 

In reference to claim 16, Bookstaff does not teach the method wherein the 
advertisement includes a hyperlink to data relating to the advertisement. Sawyer 
teaches the method wherein the advertisement includes a hyperlink to data 
relating to the advertisement (col. 2 lines 4-11 and col. 3 lines 28-51). It would 
have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Bookstaff to include providing the user a hyperlink 
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to data relating to the advertisement to enable the user to receive more 
information than just the phone number of the advertiser. 

21 . In reference to claim 21 , Bookstaff does not teach the method wherein the 
advertisement is displayed on a display of a telephone employed by a user to 
make the call. Sawyer teaches the method wherein the advertisement is 
displayed on a display of a telephone employed by a user to make the call (i.e. 
via a videoconference device) (col. 2 lines 43-61 and Figures 2-4). It would have 
been obvious to a person of ordinary skill in the art at the time of the applicant's 
invention to modify Bookstaff to include providing the user an advertisement that 
is displayed on a display of a telephone employed by a user to make the call to 
enable the user to receive more information than just the phone number of the 
advertiser visually. 

22. Claim 17 is rejected under U.S.C. 103(a) as being unpatentable over 
Bookstaff in view Yasuhiko Publication Number JP1 1 1260621 A (hereinafter 
Yasuhiko, see attached translation). 

In reference to claim 17, Bookstaff does not teach the method wherein the 
data comprises a map and a coupon. Yasuhiko teaches the method wherein the 
data comprises a map and a coupon (page 10 lines 1-21 and Figure 8). It would 
have been obvious to a person of ordinary skill in the art at the time of the 
applicant's invention to modify Bookstaff to include providing the user a map and 
a coupon to assist the user in locating the advertiser and to motivate the user to 
make a purchase from the advertiser. 
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Conclusion 



Any inquiry concerning this communication 'or earlier communications from 
the examiner should be directed to Namrata (Pinky) Boveja whose telephone 
number is 571-272-8105. The examiner can normally be reached on Mon-Fri, 
8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
Examiner's supervisor, Eric Stamber can be reached on 571-272-6724. The 
FAX number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 1866-217-9197 (toll- 
free). 
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